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DETAILED ACTION 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 28, 31 , 49-69 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 28 recites the limitation "the... centra I rod and/or the end receptacle" in 
lines 1 -2. There is insufficient antecedent basis for this limitation in the claim. 

Claim 31 recites the limitation "the central rod" in line 1 . There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 49 recites the limitation "the plurality of openings" in lines 8. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 50 recites the limitation "the anchoring plates" in linel . There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 52 recites the limitation "the anchoring plates" in line 2. There is 
insufficient antecedent basis for this limitation in the claim. 

As to claim 63, the phrase "retractor is be removably" is unclear. 

As to claim 64, line 3 is unclear in that it is not understood how and opening can 
have apertures. Furthermore, the claim ends with "and". 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-4, 6, 7, 9, 1 1 , 13, 49-52, 54, 55, 59, 61 and 63 are rejected under 35 
U.S.C. 102(b) as being anticipated by Klingenstein (5,730,726). As to claim 9, 
Klingenstein shows an expandable surgical retractor comprising a central rod 12 with a 
first and second end, a plurality of channels 32, an anchoring distal plate 18 which 
articulates with the second end of the rod, a plurality of flexible wires 14, each having a 
proximal end and a distal end, a functional articulation point (the end of shaft 1 2) at the 
distal end of the wires, and a locking mechanism (column 5, lines 14-18) at each of a 
plurality of openings in the anchoring plates. A central opening for articulation with the 
central rod is situated at the epicenter of a plurality of openings in the anchoring plate 
16 (see Fig. 2B). As to claims 54 and 55, note column 5, 10-11. Since the rod is 
slidable within the central opening, the diameter of the central opening is inherently 
larger than the diameter of the rod. As to claim 59, note column 5, lines 14-18. As to 
claim 1, Klingenstein shows an expandable surgical retractor comprising a central rod12 
with a first and second end, an end receptacle that articulates with the end of rod 1 2 
with articulates with the second end of the rod, a plurality of anchoring plates 16, 18 
slidably articulated with the central rod. The anchoring plates has a plurality of 
openings 22 wherein a plurality of flexible wires 14, each having a proximal end and a 
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distal end, a functional articulation point (the end of shaft 1 2) at the distal end of the 
wires. The wires may be placed in the plurality of the openings. The retractor includes 
a locking mechanism (column 5, lines 14-18) at each of a plurality of openings in the 
anchoring plates. A central opening for articulation with the central rod is situated at the 
epicenter of a plurality of openings in the anchoring plate 16 (see Fig. 2B). Since the 
rod is slidable within the central opening, the diameter of the central opening is 
inherently larger than the diameter of the rod. Also, since the wires are slidable within 
the plurality of openings, the diameter of the opening is inherently larger than the 
diameter of the wires. As to claims 11,, note that figure 2B shows the rod to be solid. 
As to claims 1 3 and 63, it has been held that the recitation that an element is "capable 
of" performing a function is not a positive limitation but only requires the ability to so 
perform. It does not constitute a limitation in any patentable sense. In re Hutchison, 69 
USPQ 138. 

Claims 64, 66, 68 and 69 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Shah et al (6,280,414). Shah shows an expandable surgical retractor 
comprising a handle 44 with an aperture 26, a plurality of openings 24 in the handle 
around the opening, and a plurality of flexible wires 10 in the openings. The wires enter 
one opening and exits through a separate opening. As to claims 68 and 69, it has been 
held that the recitation that an element is "capable of" performing a function is not a 
positive limitation but only requires the ability to so perform. It does not constitute a 
limitation in any patentable sense. In re Hutchison, 69 USPQ 138. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 27, 31-33 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Klingenstein (5,730,726). Klingenstein does not disclose instructions. However, 
the printed matter of the instructions is not functionally related to the retractor and 
therefore does not distinguish the invention from the prior art in terms of patentability. 
The claim differs from the prior art only in what the printed matter states. In order for this 
printed matter to impart patentability to the kit, there must be some functional 
relationship between the printed matter and some element of the kit. What constitutes 
a functional relationship? In In re Miller, 164 USPQ 46 (CCPA), the court found a 
functional relationship between the legend receptacle, the volumetric indicia thereon, 
and the legend indicating the ratio. In In re Gulack, 217 USPQ 410 (Fed. Cir.), the court 
found a functional relationship between the digits and the endless band since the band 
supported the digits in an endless sequence with each digit residing in a unique position 
with respect to every other digit in an endless loop. Therefore, in a situation, which has 
claims to kits of instruments or tools with instructions having nothing more than the bare 
recitation that the instructions are present, there is no functional relationship between 
the printed matter on the instructions and any other component of the kit. Accordingly, it 
would have been obvious to one of ordinary skill in the art at the time the invention was 
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made to provide the retractor with instructions for assembly and use. As to claim 31 , 
the retractor is considered to be made of disposable material because it can be 
disposed of if desired. As to claim 33, it has been held that the recitation that an 
element is "capable of" performing a function is not a positive limitation but only requires 
the ability to so perform. It does not constitute a limitation in any patentable sense. In 
re Hutchison, 69 USPQ 138. 

Claims 12, 34-37, 39, 40, 44, 46-48 and 62 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Klingenstein (5,730,726) in view of Starkweather 
(1 ,155,169). Klingenstein shows an expandable surgical retractor comprising a central 
rod 1 2 with a first and second end, a plurality of channels 32, an anchoring distal plate 
1 8 which articulates with the second end of the rod, a plurality of flexible wires 14, each 
having a proximal end and a distal end, a functional articulation point (the end of shaft 
12) at the distal end of the wires, and a locking mechanism (column 5, lines 14-18) at 
each of a plurality of openings in the anchoring plates. A central opening for articulation 
with the central rod is situated at the epicenter of a plurality of openings in the anchoring 
plate 16 (see Fig. 2B). Starkweather shows a retractor comprising a central rod 5 with a 
first end and a second end, an end receptacle 6, a plurality of anchoring plates 17 
slidably articulated to the rod, wherein each of the plates contain a plurality of openings 
1 6, and a plurality of flexible wires 1 8. It would have been obvious to one of ordinary 
skill in the art to provide the retractor of Klingenstein with a plurality of anchoring plates, 
as taught by Starkweather, in order to provide more support for the wires. As to claims 
1 2, 47 and 62, Klingenstein does not disclose that the central rod is hollow. The rod of 
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Starkweather is hollow so that an agent may be introduced through orifices 7. It would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to make the central rod of Klingenstein hollow, as shown by Starkweather, so that a 
therapeutic agent may be introduced into the body, if needed. As to claims 39 and 40, 
since the rod is slidable within the central opening, the diameter of the central opening 
is inherently larger than the diameter of the rod. Also, since the wires are slidable within 
the plurality of openings, the diameter of the opening is inherently larger than the 
diameter of the wires. As to claim 48, it has been held that the recitation that an 
element is "capable of" performing a function is not a positive limitation but only requires 
the ability to so perform. It does not constitute a limitation in any patentable sense. In 
re Hutchison, 69 USPQ 138. 

Claims 5, 25, 28, 53 and 61 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Klingenstein (5,730,726) in view of Horzewski et al (5,201 ,756). The 
components of Klingenstein are not composed of a fiber optic material. Horzewski 
shows a radially-expandable tubular medical device wherein the tubular device is 
embedded with fiber optic bundles 40 and 41 . The bundles enable visualization of the 
surgical site by delivering light to the site and sending an image back. It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
compose one or more of the components of Klingenstein of fiber optic material, as 
taught by Horzewski, in order to enable visualization of the surgical site. 

Claims 14-20, 22-26 and 38 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Klingenstein (5,730,726) in view of Starkweather (1,155,169) and 
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Horzewski et al (5,201 ,756). Klingenstein shows an expandable surgical retractor 
comprising a central rod 1 2 with a first and second end, a plurality of channels 32, an 
anchoring distal plate 18 which articulates with the second end of the rod, a plurality of 
flexible wires 14, each having a proximal end and a distal end, a functional articulation 
point (the end of shaft 12) at the distal end of the wires, and a locking mechanism 
(column 5, lines 14-18) at each of a plurality of openings in the anchoring plates. A 
central opening for articulation with the central rod is situated at the epicenter of a 
plurality of openings in the anchoring plate 16 (see Fig. 2B). Starkweather shows a 
retractor comprising a central rod 5 with a first end and a second end, an end receptacle 
6, a plurality of anchoring plates 1 7 slidably articulated to the rod, wherein each of the 
plates contain a plurality of openings 16, and a plurality of flexible wires 1 8. It would 
have been obvious to one of ordinary skill in the art to provide the retractor of 
Klingenstein with a plurality of anchoring plates, as taught by Starkweather, in order to 
provide more support for the wires. Also, the components of Klingenstein are not 
composed of a fiber optic material. Horzewski shows a radially-expandable tubular 
medical device wherein the tubular device is embedded with fiber optic bundles 40 and 
41 . The bundles enable visualization of the surgical site by delivering light to the site 
and sending an image back. It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to compose one or more of the components of 
Klingenstein of fiber optic material, as taught by Horzewski, in order to enable 
visualization of the surgical site. 
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Claims 14-20, 22-26 and 38 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Klingenstein (5,730,726) in view of Volz et al (5,976,079). 
Klingenstein does not disclose that the distal end of the wires are blunt and bulbous. 
Volz shows a lifting device formed of wire wherein the distal end 4 is blunt and bulbous 
to prevent injury to the tissue. It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to make the wires of Klingenstein blunt and 
bulbous, as taught by Volz, in order to prevent injury to the tissue when the wires are 
being inserted within the body. 

Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Klingenstein (5,730,726) in view of Starkweather (1 ,155,169) and Horzewski et al 
(5,201 ,756), as applied to claim 14, and further in view of Volz et al (5,976,079). 
Klingenstein does not disclose that the distal end of the wires are blunt and bulbous. 
Volz shows a lifting device formed of wire wherein the distal end 4 is blunt and bulbous 
to prevent injury to the tissue. It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to make the wires of Klingenstein blunt and 
bulbous, as taught by Volz, in order to prevent injury to the tissue when the wires are 
being inserted within the body. 

Claims 41 and 45 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Klingenstein (5,730,726) in view of Starkweather (1 ,155,169) as applied to claim 
34, and further in view of Horton (3,192,928). Neither Klingenstein or Starkweather 
teach that the articulation point is the meeting of at least two wires or that the meeting of 
the wires forms a cup shape. Horton shows a retractor formed of wires 38 that have a 
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functional articulation point 48 formed the meeting of to of the wires. It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to form the 
wires of Klingenstein as shown by Horton, so that the device may be made of metal 
which flexible and strong. 

Claims 56 and 60 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Klingenstein (5,730,726) in view of Horton (3,192,928). Klingenstein does not 
teach that the articulation point is the meeting of at least two wires or that the meeting of 
the wires forms a cup shape. Horton shows a retractor formed of wires 38 that have a 
functional articulation point 48 formed the meeting of to of the wires. It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to form the 
wires of Klingenstein as shown by Horton, so that the device may be made of metal 
which flexible and strong. 

Claim 65 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shah et 
al (6,280,414) in view of Horton (3,192,928). The wires of Shah do not enter one 
opening and exit a separate opening. Horton shows a retractor device, and in Figure 4, 
the wires extend from one location on ring 36 and returns to a different location on the 
ring. This configuration allows the device to be made of metal which is flexible and 
strong. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to form the wires of Klingenstein as shown by Horton, so that the 
device may be made of metal which flexible and strong. 

Claim 67 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shah et 
al (6,280,414) in view of Williams (2203/0095781). The handle of Shah does not 
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include a light source. Williams shows a variety of surgical instruments with light 
sources. In particular, Figures 13 and 14 show a light source 952 located in the handle 
970. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide the handle of Shah with a light source, as taught by 
Williams, in order to provide a better view of the surgical site. 

Allowable Subject Matter 

Claims 29, 30, 42 and 43 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Claims 57 and 58 would be allowable if rewritten to overcome the rejection(s) 
under 35 U.S.C. 1 1 2, 2nd paragraph, set forth in this Office action and to include all of 
the limitations of the base claim and any intervening claims. 

Specification 

The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1 .75(d)(1) and MPEP § 608.01 (o). Correction 
of the following is required: The channels, as set forth in claim 49, is not included in the 
specification. 

Drawings 

The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the locking 
mechanism, the flexible wires having a blunt and bulbous distal end, the articulation 
mechanism (see claims 42 and 43), and a plurality of channels around the central rod, 
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must be shown or the feature(s) canceled from the claim(s). No new matter should be 
entered. 

Corrected drawing sheets in compliance with 37 CFR 1 .1 21 (d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1 .121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cary E. O'Connor whose telephone number is 571-272- 
4714. The examiner can normally be reached on M-Th 7:00-3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kevin Shaver can be reached on 571 -272-4720. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Carv/E. O'Connor 
Primary Examiner 
Art Unit 3732 
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